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Office Action Summary 



Application No. 

09/840,014 



Applicant(s) 

WATKINS ET AL 



Art Unit 

1653 



Examiner 

J effrey E. Russel , 

-ZT he MAILING DATE of th,s communication appears o n the cover sheet w,th the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 

. If NO period for reply is specified above the to become ABANDONED (35 U.S.C. § 133). 

- 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 13 Responsive to communication® filed on 78 January 2002 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3)D Since this application is in condition for allowance except for ^formal 1 matters Portion " * the ments ,s 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

m Claim(s) <-7 1**> 94 25.29..™ ^ 4.9 51 and 53-56 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) S Claim(s) continuation Sheet are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

II) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received 

1 5) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 

Attachment(s) 

r-i co t r-^A /pto rqt\ 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

1) □ Notice of References Crted PTO-692) ^ App|ication (pTQ . 152) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-S48) lj 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) |_J Other. 
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Continuation of Disposition of Claims: Claims subject to restriction and/or election requirement are 1-7,13-20,24,25,29,35,42- 
44,49,51 and 53-56. 
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Art Unit: 1653 

1 . This application contains claims directed to the following patentably distinct species of 
the claimed invention: The patentably distinct species are the methods of use of (1) insulin; (2) a 
sulfonylurea; (3) a thiazolidinedione; (4) through (16) a compound of Formulas I-XIII; and (17) 
sildenafil. These methods of use are patentably distinct from one another because of the 
materially different structures of the active agents being administered. Because of their 
materially different structures, the active agents will be classified in different subclasses and will 
require non-overlapping structure searches, and this constitutes an undue burden upon the 
examiner. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1-7, 13-20, 24, 25, 35, 42-44, 49, 51, and 53-55 are 
generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 
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ArtUni,:16 " • .„„,„atentably distinct, 

^ « it SC 103(a) of the other invention. 
mayb eusedinareiectio n u n der35USC> 

2 ^ican.Uadvisedth^etep.y.ot.is^.to.eco.np 

^SWandbythefeer^uixedunderaTCFRUTO). 

examiner should ^j^^ed 0 n Monday-Thursday from 8.30 A.M. 

Jeffrey E. Russel 
Primary Patent Examiner 

Art Unit 1653 
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September 30, 2002 



